The opinion in support of the decision being entered today was
not witten for publication and is not binding precedent of
t he Board.

Paper No. 21

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Appeal No. 1999-1891
Application No. 08/421, 089

Bef ore LALL, BARRY, and LEVY, Admnistrative Patent Judges.

LALL, Administrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal under 35 U.S.C. § 134 from
the examner’s final rejection® of clains 4-28. Cains 1-3

have been cancel ed. ?

! An anendnent after the final rejection was filed as
Paper No. 10. However, the exam ner did not approve its
entry, see Paper No. 11.

2 See second anendnent after the final rejection, Paper
No. 16, which the exam ner approved for entry, see examner’s
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The di sclosed invention relates to a two el enent
phot ocoupl er, including an anorphous sem conductor thin film
light emtting diode capable of emtting light in response to
el ectrical stinuli and an anorphous sem conductor photovoltaic
| ight detecting neans adapted to detect emtted fromthe thin
filmlight emtting diode. The light emtting di ode conprises
a first thin filmelectrode, a plurality of anorphous
sem conductor thin filnms, an optically transparent second thin
filmelectrode, and an optically transparent substrate,
arranged in a sandwi ch type manner. This arrangenent all ows
for em ssion of light through the optically transparent
substrate when the light emtting diode is electrically
stinmul ated. The photovoltaic |ight detecting nmeans conprises
a first thin filmelectrode, a plurality of anorphous
sem conductor thin films, an optically transparent second thin
filmelectrode, and an optically transparent substrate,
arranged in a sandwi ch manner, which also is described having
the order listed. The optically transparent substrates of
both the light emtting diode and the |ight detecting nmeans

are adapted to face each other with a spatial predeterm ned

answer at page 1.



Appeal No. 1999-1891
Application No. 08/421, 089

separation. A further understandi ng of the invention can be

achi eved by the follow ng claim

4. A phot ocoupl er i ncl udi ng:

an anor phous sem conductor thin filmlight emtting diode
capable of emtting light in response to an electric stinmuli;

an anor phous sem conductor photovoltaic |ight detecting
nmeans adapted to detect the emtted light of the thin film
light emtting diode;

said light emtting diode conprising of a first thin film
el ectrode, a plurality of anorphous sem conductor thin fil ns,
an optically transparent second thin filmelectrode, and an
optically transparent substrate, arranged in a sandw ch type
manner, such an arrangenent allow ng em ssion of |ight through
the optically transparent substrate when the light emtting
diode is electrically stinulated; and

sai d photovoltaic |ight detecting neans conprising of a
first thin filmelectrode, a plurality of anorphous
sem conductor thin films, an optically transparent second thin
filmelectrode, and an optically transparent substrate,
arranged in a sandwi ch type manner, the optically transparent
substrates of both the light emtting diode and the |ight
detecting neans adapted to face each other with a spatia
predet erm ned separation.

The exam ner relies on the follow ng references:
Hamakawa et al . (Hamakawa) 4,499, 331 Feb. 12,

1985
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Wnstel et al. (Wnstel) (Germany) 2,422, 3303 Nov. 13,
1975

Clainms 4-28 stand rejected under 35 U . S.C. 8 103 as being
unpat ent abl e over Wnstel in view of Hamakawa.

Rat her than repeat the argunents of appellant and the
exam ner, we make reference to the brief* and the answer for
the respective details thereof.

OPI NI ON

We have considered the rejection advanced by the exam ner
and the supporting argunents. W have, |ikew se, reviewed the
appel l ant’s argunents set forth in the brief.

W reverse.

In an appeal involving a rejection under 35 U S.C. § 103,

an Exanminer is under a burden to make out a prinma facie case

of obviousness. |If that burden is nmet, the burden of going

forward then shifts to the Applicant to overcone the prinma

facie case with argunent and/or evidence. bviousness is then

determ ned on the basis of the evidence as a whol e and the

® An English translation of this patent is enclosed with
thi s deci sion.

“ A suppl enental brief, Paper No. 19, was filed nerely to
correct the formalities noted in the principal brief.
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rel ati ve persuasi veness of the argunents. See In re Cetiker,

977 F.2d 1443, 1445, 24 USPQ2d 1443, 1444 (Fed. Cr. 1992); In
re Hedges, 783 F.2d 1038, 1039, 228 USPQ 685, 686 (Fed. Gir

1986); In re Piasecki, 745 F.2d 1468, 1472, 223 USPQ 785, 788

(Fed. Cir. 1984); and In re Rinehart, 531 F.2d 1048, 1052, 189

USPQ 143, 147 (CCPA 1976).
We are further guided by the precedent of our review ng
court that the limtations fromthe disclosure are not to be

inmported into the clains. In re Lundberg, 244 F.2d 543, 548,

113 USPQ 530, 534 (CCPA 1957); In re Queener, 796 F.2d 461,

463- 64, 230 USPQ 438, 440 (Fed. Cir. 1986). W also note that
the argunents not made separately for any individual claimor
clainms are considered waived. See 37 CFR § 1.192 (a) and (c).

In re Baxter Travenol Labs., 952 F.2d 388, 391, 21 USPQd

1281, 1285 (Fed. Cir. 1991) (“It is not the function of this
court to examne the clains in greater detail than argued by
an appel l ant, |ooking for nonobvious distinctions over the

prior art.”); In re Wechert, 370 F.2d 927, 936, 152 USPQ 247,

254 (CCPA 1967) (“This court has uniformy foll owed the sound

rule that an i ssue rai sed below which is not argued in that

court, even if it has been properly brought here by a reason
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of appeal, is regarded as abandoned and will not be
considered. It is our function as a court to decide disputed
i ssues, not to create them?”).

Anal ysi s

We first consider independent claim4. On page 3 of the
exam ner’s answer, the exam ner discusses Wnstel and Hanmakawa
and concludes that “[i]t would have been obvious . . . to
conbi ne the teachi ngs of Hamakawa for the di ode structure with
that of Wnstel in order to integrate in one photocoupling

device.” On pages 6 through 9 of the brief, appellant argues

that the exam ner has not presented a prina facie case of
obvi ousness. However, we do not agree with the appellant’s

argunment because the two references conbi ned as suggested by

the exam ner do present a prinma facie case of obvi ousness.
Appel I ant further argues, pages 9 through 14 of the brief,
that the claimed conbinati ons are not obvious. Appellant
argues, brief at page 13, that:

The conbi nation of the elenents recited in the
claims could not have been obvious to a person of
ordinary skill in the art, using the Wnstel et al.
reference as the starting point, because no
teachi ng, incentive or suggestion exists, outside of
the confines of the present application, for such a
nodi fication. The test utilized in the Fina
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Rej ection is a classic hindsight reasoning test

whi ch has been found i nproper.
I n response, the exam ner asserts, answer at page 6, that:

The Exam ner maintains the conbination to be proper.

The conbi nati on does not stretch the limts of

Graham v. Deere, but sinply substitutes known

materials of one reference given notivation to

conbi ne functional equivalents of another. The base

reference of Wnstel teaches nost of the invention

except for the materials which is why Hamakawa is

relied upon.

We di sagree with the exam ner’s assertion. Qur reading
of the reference indicates that Hanakawa does teach a
phot ovol tai ¢ device which has a structure generally simlar to
the structure shown by the photovoltaic device in the
appel l ant’s invention, see Figure 1(b) and 4(b) and col um 4,
lines 59-66 and colum 5, lines 55 to colum 6, |ine 14.
Thus, there is substrate nade of glass at 1, first el ectrode
at 2, sem conductor nmaterial at 3, 4 and 5 and a second
el ectrode at 6. However, Hamakawa does not hint that such
structural material can be used in making of a light emtting
di ode. Wnstel, on the other hand, shows an optoel ectronic
sem conductor coupling elenent but its whole device is nmade of

a single crystal as appellant has pointed out. Various parts

of the crystal are doped to suit the desired characteristics,
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such as electrodes at 6, light emtting diode at 1 and a |ight
detecting device at item3 of the figure. The first and the
second el ectrodes in each of the light emtting diode and the
phot o detecting diode are indicated at 6 in the form of netal
| ayers and show no suggestion of being constructed in a
sandwi ch formation as clainmed. W find nothing in Wnstel
whi ch woul d suggest an artisan to nodify the structure of the
light emtting di ode and the photovoltaic diode to nake them
as two separate structures and to construct the clainmed
el ectrodes and the sem conductor layers in the formof a
sandwi ch as clained. W agree with appellant that an artisan
woul d have to
use the appellant’s invention as a road map to arrive at the
conbi nati on suggested by the exam ner to neet the clained
i nventi on.

The Federal Circuit states that “[the] nere fact that the
prior art may be nodified in the manner suggested by the
Exam ner does not meke the nodification obvious unless the
prior art suggested the desirability of the nodification.” In
re Fritch, 972 F.2d 1260, 1266 n. 14, 23 USPQR2d 1780, 1783-84

n.14 (Fed. Cr. 1992) (citing In re Gordon, 773 F.2d 900, 902,
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221 USPQ 1125, 1127 (Fed. Cir. 1984)). *“Cbvi ousness nay not
be established using hindsight or in view of the teachings or

suggestions of the inventor.” Para-Odinance Mg. v. SGS

| nporters Int’l, 73 F.3d at 1087, 37 USPQ2d at 1239 (Fed. GCir

1995) (citing WL. CGore & Assocs. v. Garlock, Inc., 721 F.2d

1551, 1553, 220 USPQ 311, 312-13 (Fed. Cir. 1983)).

Therefore, we conclude that the suggested conbination is
I nproper. W do not sustain the obviousness rejection of
claim4 and its dependent clains 5-16 and 27.

Wth respect to independent claim 17, noting that it also
has a structure corresponding to the structure clained in
claim4 and that the examner relies on the sanme conbi nation
of Wnstel
and Hamakawa, we conclude that the rejection of claim117 and
its dependent clains 18-26 and 28 based on the conbi nation of
Hamakawa and Wnstel is inproper and not sustainabl e.

Accordi ngly, the decision of the exam ner rejecting
clainms 4-28 under 35 U.S.C. 103 is reversed.

REVERSED
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Parshotam S. Lall
Adm ni strative Patent Judge

Lance Leonard Barry BOARD OF
PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
Stuart S. Levy )
Adm ni strative Patent Judge )
PSL: t dI
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Edward M Keati ng

Cook, Al ex, MFarron, Manzo,

Cumm ngs & Mehler, LTD.

200 West Adans Street - Suite 2850
Chi cago, IL 60606
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